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DETAILED ACTION 
Response to Amendment 

This Office Action is responsive to Applicant's amendment and request for 
reconsideration of application 09/856,537 filed January 5, 2007. The amendment 
contains the following: 

The amendment contains amended claims: 6-7. 

The amendment contains previously presented claims: 1 , 3 and 8-10. 

Claims 2 and 4-5 were previously canceled. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claim 1 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 
The term "the final number" is part d is not clear. The description in the specification 
does not disclose the meaning of "the final number". 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claims 1, 3 and 6-10 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 1 recites the limitations "...the build up..." in part b; "...the requested 
service..." in part c; and "...the final number..." in part d. There is insufficient 
antecedent basis for these limitations in the claim. 

Claim Rejections - 35 USC § 102 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1 , 3, 6 and 8-10 are rejected under 35 U.S.C. 102(e) as being anticipated 
by EP 0 765 068 A2 to Yzhak Ronen (further referred to as Ronen). 

Regarding claim 1 , Ronen discloses a method of billing a fee for a service via an 
electronic route (column 1 , line 55 - column 2, line 19; column 4, lines 50-59), 
comprising the steps of: 

a) transmitting a telephone number of a chargeable service telecommunication 
connection associated with a service provider to a service buyer (column 5, line 58 - 
column 6, line 4; column 9, lines 1-7; column 10, lines 3-10); 

b) monitoring the build-up of the telecommunication connection between the 
provider and the buyer by a line provider (column 6, lines 9-38); 
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c) billing the fee for the requested service via the service connection (column 5, 
line 58 -column 6, Iine19; column 7, lines 18-51; column 9, lines 12-16); and 

d) releasing the requested service to the buyer by the service provider, whereby 
an order code is allocated and transmitted to the service buyer during transmission of 
the telephone service number by the service provider, and wherein the service 
connection is a direct-dial connection of which the final number is used as the order 
code (column 1, line 55 - column 2, line 19; column 2, lines 34-53). 

Regarding claim 3, Ronan discloses the method wherein the requested service is 
billed after the order code has been confirmed by the service buyer (column 2, lines 34- 
53; column 3, lines 18-34; column 9, lines 1-7; column 10, lines 8-17). 

Regarding claim 6, Ronan discloses the method wherein the service connection 
is disconnected by the service provider following the complete billing of the fee for the 
requested service (column 6, lines 20-30). 

Regarding claim 8, Ronan discloses the method wherein billing is carried out 
continuously in parallel with transmission of the service (column 6, lines 9-25; column 9, 
lines 11-16). 

Regarding claim 9, Ronan discloses the method wherein the line to the service 
connection is built up automatically on the side of the buyer (column 2, lines 5-19 and 
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lines 34-53; column 5, line 58 - column 6, line 19; column 7, lines 18-21; column 9, lines 
1-15; column 10, lines 3-17). 



Regarding claim 10, Ronan discloses the method wherein the requested service 
is built up via the Internet (column 1 , line 55 - column 2, line 19; column 4, lines 50-59; 
column 5, line 58 - column 6, line 29; column 7, lines 18-56; column 9, lines 1-15; 
column 10, lines 3-37). 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ronan. 

Ronan does not specifically disclose the method wherein billing is terminated if the 



service line is disconnected before complete billing of the fee for the requested service. 
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However, Ronan discloses billing for services provided by an ISP to a user by way of a 
telephone number for affecting those charges (column 1 , line 55 - column 2, line 1 9; 
column 5, line 58 - column 6, line 4). It would be obvious to one of ordinary skill in the 
art that if the service were to be interrupted such that that service was not provided, 
then the billing would accordingly be terminated, Ronan discloses billing for services. If 
no service is provided, then it would be inappropriate to charge the user for a service 
they did not receive. 

Response to Arguments 

Applicant argues that Ronen fails to disclose using "the final number' 1 of the 
service connection as an order code. As stated above, the reference to "the final 
number" is rejected under 1 1 2 as this is not explained or referenced in the specification. 
Based on a reading of the specification, however, Ronen discloses the mechanisms for 
the use of telephone numbers and order codes as disclosed in the present application. 

For example, on page 3, line 31 - page 4, line 2 of the current specification, 
Applicant discloses a specific order code being transmitted simultaneously with the 
transmission of the service telephone number by the service provider and where the 
customer calls the service telephone number and enters the code. Ronen discloses a 
specific order code being transmitted simultaneously with the transmission of the 
service telephone number by the service provider and where the customer calls the 
service telephone number and enters the code in each of columns 2, 3, 8, 9 and 10. 
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By means of another example, on page 4, lines 4-8 of the current specification, 
Applicant discloses where a phone number serves as the code. Ronen discloses where 
a phone number serves as the code, for example in column 2, where the telephone 
number is recognized for association when the user directly contacts the ISP, or in 
another embodiment where the user can access over the Internet through entering the 
ISP phone number and an identification number supplied by the ISP. 

Further, in column 9, Ronen discloses where the telephone number provided by 
the user must match the Automatic Number Identification (ANI) provided to the ISP, 
such that the phone number is the pass code to proceed. 

In each case, a phone number is entered and/or recognized depending on the 
embodiment. The user must enter the corresponding provided phone number in order 
for a match to be made such that the number is a critical element is associating the user 
with the service and corresponding means of billing. 

Regarding the rejection of claim 7 made under 103(a) and Applicant's argument 
that a prima facie case of obviousness was improperly made, the Courts have stated 
that " fal suggestion, teaching, or motivation to combine the relevant prior art 
teachings does not have to be found explicitly in the prior art , as the teaching, 
motivation, or suggestion may be implicit from the prior art as a whole, rather than 
expressly stated in the references... The. test for an implicit showing is what the 
combined teachings, knowledge of one of ordinary skill in the art, and the nature of the 
problem to be solved as a whole would have suggested to those of ordinary skill in the 
art... there must be some articulated reasoning with some rational underpinning to 
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support the legal conclusion of obviousness." (emphasis added) In re Kahn, 78 



USPQ2d 1329, 1336 (CA FC 2006). Examiner asserts that such "articulated reasoning" 
to support the legal conclusion of obviousness has been provided. 



Any inquiry concerning this communication should be directed to Jennifer 
Liversedge whose telephone number is 571-272-3167. The examiner can normally be 
reached on Monday - Friday, 8:30 - 5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Chilcot can be reached at 571-272-6777. The fax number for the 
organization where the application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://Dair-direct.uspto.gov . Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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